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3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 
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Application Papers 
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DETAILED ACTION 
Response to Amendment 
This office action is in response to Request for Continued Examination filed August 30, 
2006. Applicant amended claims 1, 10, 13, 27, 36 and 37. Claims 1-19, 21, 23-30, 32 and 35-37 
are still pending. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S. C 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-19, 21, 23-30, 32 and 35-37 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 1 recites, " using heuristic data to determine which advertisements to be 
disseminated on the pages, including advertisement targeting, advertisement frequency and 
appropriateness of the advertisement ". Applicant's specification teaches recipient (subscriber) 
heuristic data is read (checked) to determine if any of the candidate advertisements have already 
been sent to the subscriber, to determine if another delivery of the same, related or similar 
advertising is appropriate and if it is determined that advertisements have been seen by a 
subscriber a review of advertiser's ad placement criteria is made. Therefore, according to 
applicant's specification the heuristic data is used only to determine which advertisement was 
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sent to the subscriber or recipient. The data is not used to determine targeting or frequency or 
appropriateness. According to the specification the appropriateness is determined according to 
either advertiser demands, expectation or payment or the subscriber's demographic data and the 
frequency is based on advertiser (see page 7). The claim also recites scanning the page to 
determine all available advertising location for plurality of advertisement on the page and 
automatically resizing the chosen advertisements to fit within the available advertising locations 
determined by the scan . The specification does not teach scanning the page to determine the 
available advertising locations. According to the specification the advertising and content 
delivered to each subscriber, the amount of space available for content and ads will likely vary 
dynamically as articles and ads are selected. The specification discloses "(Oi^ step 1 16, 
advertisements in the ad poll, which comport with subscriber demographic data in SDF, and 
content that matches the demographic data determine the amount of space available for 
advertising. As a first step in selecting ads, those ads in the pool 102, 104, 106 and 108, which 
will fit with available space are selected, identified or marked as candidates for publication in 
step 1 16 because they will fit within available advertising space. Alternatively, an advertiser 
might specify the size of a placed ad or, where the ad appears in the publication (see page 5). On 
page 7, the specification discloses, after the method places a candidate advertisement for actual 
publication in step 126, the method step 134 re-considers whether any other advertising space is 
left to be filled. If adverting space remains to be filled, program control returns to step 116 
whereat advertisements remaining in the pool are subjected to the steps thereafter and if all ads 
have been placed, the document which includes content information can be delivered or 
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otherwise made available to the subscriber". However nowhere in the specification is disclosed 
that the page is created and then scanned for all available advertising locations. 

Independent claims 10, 13, 27 and 36 recite, the same limitation therefore, the above 
stated rejection applies. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U, S C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

Claims 10, 12 are rejected under 35 U.S.C. 102(e) as being clearly by Markowitz et al. 
(US 6,311,185). 

•Regarding claims 10 and 12, Markowitz teaches receiving a publication into which 
advertising material as an advertisement to be placed for publication using a predetermined 
methodology (see fig. 3, abstract, col. 2 lines 19-36, col. 3 line 65 to col. 3 line 18); using 
heuristic data to determine which advertisement to be disseminated on the page in on-line 
publication, including targeting, frequency and appropriate of the advertisement (see col. 3 lines 
1-17); scanning the page to determine all available advertisement locations and placing the ads 
on all the available locations and resizing the content and to fit within the available space on the 
page (see abstract, col. 2 lines 19-30, col. 3 lines 19-50, col. 4 lines 1-45); automatically resizing 
the advertisement corresponding to an advertiser to fit within a publication space on the page and 
automatically resizing at least one of the existing content to fit within available space on the page 
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(see col. 3 line 19 to col. 4 line 15). Markowitz teaches wherein the steps are performed an 
Internet service provider (see 2 lines 50-67). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains'. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-9, 11, 13-19, 21, 24-30, 32 and 35-37, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Markowitz et al. (US 6,31 1,185) in view of Hanson et al. (US 
5,974,398). 

Regarding claims 1, 4, 6-9,11, 13-19, 21, 24-30, 32 and 35 Markowitz teaches identifying 
at least one subscriber for placing advertisement; using of heuristic data to determine which 
advertisement to be disseminated on the page in on-line publication, including targeting, 
frequency and appropriate of the advertisement (see col. 3 lines 1-17); scanning the page to 
determine all available advertisement locations and placing the ads on all the available locations 
and resizing the content and to fit within the available space on the page (see abstract, col. 2 lines 
19-30, col. 3 lines 19-50, col. 4 lines 1-45). Hanson teaches obtaining offers to place 
advertisement on a page in an on-line publication; selecting the greatest offer; identifying at least 
one subscriber to which the page of the on-line publication, according to demographic data; 
placing on the page of the on-line publication the advertisement; wherein the offers are for a 
determinable sum (see fig. *1 3-1 5, col. 9 line 29 to col. 1 1 line 5); selecting content information 



Application/Control Number: 09/738, 1 99 Page 6 

Art Unit: 3622 

based upon subscriber demographic data (see col. 8 line 63 to col. 9 line 23). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to select the ads of 
Markowitz based on the highest price, as in Hanson, to maximize the revenue of the service 
provider. 

Regarding claims 2-3 and 5, both Markov^tz and Hanson teaches publication distributed 
for publication using the Internet, wherein the publication is comprised of information obtained 
from a plurality of sources (see Markowitz col. 2 lines 19-36, col. 3 lines 1-50 and Hanson col 9 
line 62 to col. 10 line 6, col. 1 1 line 57 to col. 12 line 27). 

Regarding claim 36, Markowitz teaches a computer identifying advertisement that 
comport with the subscriber profile; data storage where the profile information is stored; an 
interface enabling the exchange of data between advertisers and first computer and between 
subscribers to said publication and first computer (see fig. 1-4, abstract, col. 2 lines 19-35) using 
of heuristic data to determine which advertisement to be disseminated on the page in on-line 
publication, including targeting, frequency and appropriate of the advertisement (see col. 3 lines 
1-17); scanning the page to determine all available advertisement locations and placing the ads 
on all the available locations and resizing the content and to fit within the available space on the 
page (see abstract, col. 2 lines 19-30, col. 3 lines 19-50, col. 4 lines 1-45). Hanson teaches 
obtaining offers to place advertisement on a page in an on-line publication; selecting the greatest 
offer; identifying at least one subscriber to which the page of the on-line publication, according 
to demographic data; placing on the page of the on-line publication the advertisement; wherein 
the offers are for a determinable sum (see fig. 13-15, col. 9 line .29 to col. 1 1 line 5); selecting 
content information based upon subscriber demographic data (see col. 8 line 63 to col. 9 line 23). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to select 
the ads of Markowitz based on the highest price, as in Hanson, to maximize the revenue of the . 
service provider. 

Claim 37 is rejected as stated above in claim 1 . 

Response to Arguments 

Applicant's arguments with respect to claims 1-19, 21, 23-30, 32 and 35-37 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Howard et al. (US 2005/0091 109) teaches electronic publishing and delivery based on 
consumer profile. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yehdega Retta whose telephone number is (571) 272-6723. The 
examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



A^ETIAYEHDEGA 
PRIMARY EXAMINER 




YR 



